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DETAILED ACTION 

This Office action is in response to the amendment filed January 21 , 2004 in 
which 1 and 6 were amended. In the Office action dated May 22, 2002 the examiner 
indicated since claim 10 was missing, claims 10-13 had been renumbered as claims 1 1- 
14. Therefore, claim 10 as presented should be claim 1 1 and so forth and so on. 
Applicant's arguments have been considered but are not deemed to be persuasive. 

Claim Rejections - 35 USC § 103 

1. Claims 1,4-6 and 9-14 are rejected under 35 USC 103 (a) as being unpatentable 
over Blahey (US 5,726,133) for the reasons of record. 

Applicant argues that no skilled artisan would use a VII (viscosity index improver) 
for other than imparting multigrade properties to an oil. Applicant argues that Blahey 
uses 1200 N oil to vary the viscosity of the oil and not an expensive VII. 

Blahey teaches that the "VII may also be multifunctional from the perspective of 
offering secondary lubricant performance features such as additional dispersancy." 
Therefore, one of ordinary skill in the art recognizes that the VII have other uses. 
Blahey teaches that the most preferable amount of the VII to be present in the oil 
composition is up to 10 vol %. This suggests applicant's claimed range. With respect 
to Blahey using 1200N oil to thicken the oil, it is examiner's position that Blahey's 
reason for using the oil is irrelevant. All that is relevant is that Blahey teaches that the 
oil composition may contain the VII of the present invention in the claimed amounts. 



Application/Control Number: 09/806,873 Page 3 

Art Unit: 1714 

Applicant argues that unexpected results are obtained with the use of VII in a 
single grade oil. 

The examiner fails to see any unexpected results in either the data of the 
specification or the data presented in the declaration of Jim Cartwright. In the data of 
the specification, several of the comparative examples have results similar to that of the 
oil compositions of the present invention. In the data of the declaration, Mr. Cartwright 
uses a huge amount of 1200N oil, as compared to what is taught in Blahey. Given this 
data, the results are not unexpected. 

2. Claims 1 , 4-6, 9, 10, 12 and 14 are rejected under 35 USC 103 (a) as being 
unpatentable over Inoue (US 5, 744,430) for the reasons of record. 

Applicant has limited the amount of antiwear agent to about 0.2 to about 0.5 vol 
%. However, applicant has not limited the antiwear agent to ZDDP. Even if the 
antiwear agent is ZDDP, applicant's 0.504 mass % phosphorus is close enough to 
Inoue's 0.54 mass % that one of ordinary skill in the art would expect the compositions 
to possess similar properties. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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